REMARKS 

The Office Action dated August 25, 2005, has been received and carefully noted. 
The above amendments and the following remarks are submitted as a full and complete 
response thereto. 

By this Amendment, claims 8 and 22 have been amended. Support for the 
amendment to claim 8 can be found on at least page 14, line 25 to page 15, line 7 of the 
specification as originally filed. No new matter is added. Claims 8-10, 12-13 and 20-22 
are pending and respectfully submitted for consideration. 
Interview 

The Applicants wish to thank the Examiner for the interview granted on January 
4, 2006. In the interview, claims 8 and 22, and the Ohira et al. (U.S. Patent No. 
5,748,607, "Ohira") and Tsutomu (JP 59-215892) references were discussed. As a 
result of the interview, the Examiner indicated that further consideration would be given 
to claim 8 in view of the amendment, and to claim 22. 
Rejections Under 35 U.S.C. S 112 

Claims 8-10, 12, 13, 20 and 21 were rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite. Claims 9, 10, 12, 13, 20 and 21 depend from claim 8. 
The Applicants have amended claim 8 responsive to the rejection and respectfully 
submit that all claims are in compliance with U.S. patent practice. 
Rejections Under 35 U.S.C. $ 102 

Claims 8, 9, 13, 20 and 21 were rejected under 35 U.S.C. § 102(b) as being 
anticipated by Ohira et al. (U.S. Patent No. 5,748,607, "Ohira"). The Applicants traverse 
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the rejection and respectfully submit that claims 8, 9, 13, 20 and 21 recite subject matter 
that is neither disclosed nor suggested by Ohira. 

Claim 8, as amended, recites a recordable disc, comprising a first area in which 
information can be recorded optically on one side of the disc. The first area is 
configured such that the information can be written onto the disc by irradiating the first 
area. In a second area, visual information can be recorded on another side thereof. 
The second area is configured such that an image pattern can be written onto the disc 
by irradiating the second area. Both the first area and the second area are visually 
distinguishable from each other with nothing recorded thereon. 

In contrast, Ohira discloses an optical disk having both recording surfaces on 
which pit trains are formed, wherein one of the recording surfaces has concentrical or 
spiral recording tracks constructed by pit trains carrying information signals; and the 
other of the recording surfaces has a display pattern area different from an adjacent 
area in reflection diffraction characteristic by forming dummy pits in order to display a 
predetermined pattern. See column 1, lines 26-35 of Ohira. There is no disclosure or 
suggestion in Ohira of at least the feature of a first area and a second area being 
visually distinguishable from each other with nothing recorded thereon. Accordingly, 
Ohira does not disclose or suggest each and every feature of the invention as recited in 
claim 8. 

According to U.S. patent practice, a reference must teach every element of a 
claim in order to properly anticipate the claim under 35 U.S.C. §102. In addition, "[a] 
claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference." Verdeqaal 
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Bros, v. Union Oil Co. of California , 814 F.2d 628,631, 2 USPQ2d 1051, 1053 (Fed. Cir. 

1987). "Every element of the claimed invention must be arranged as in the claim 

[t]he identical invention must be shown in as complete detail as is contained in the 
patent claim." Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236 (Fed. Cir. 1989) 
(emphasis added). The Applicants respectfully submit that Ohira does not disclose or 
suggest the features of the invention as recited in claim 8. Accordingly, Ohira does not 
anticipate claim 8, nor is claim 8, obvious in view of Ohira. As such, the Applicants 
submit that claim 8 is allowable over the cited art. 

Claims 9, 13, 20 and 21 depend from claim 8. As discussed above, Ohira fails to 
disclose a first area and a second area being visually distinguishable from each other 
with nothing recorded thereon as recited in claim 8. As such, Ohira fails to disclose or 
suggest the features of the invention as recited in claim 8 and, therefore, dependent 
claims 9, 13, 20 and 21. 
Rejections Under 35 U.S.C. § 103 

Claims 10, 12 and 22 were rejected under 35 U.S.C. § 103(a) as being obvious 
over Ohira in view of Tsutomu (JP 59-215892). The Applicants traverse the rejection 
and respectfully submit that claims 10, 12 and 22 recite subject matter that is neither 
disclosed nor suggested by the cited references. 

As a preliminary matter, the Applicants noted typographical errors in the name of 
the primary reference in the rejection and submit that on page 4, lines 2-3 of the Office 
Action the name "Taira" should read "Ohira", and the name "Kozo" on page 4, line 10 of 
the Office Action should also read "Ohira". In the interview, the Examiner clarified that 
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the statement of the rejection was accurate and that Ohira is the primary reference in 
the rejection. 

Claim 22 recites a recordable disc comprising a first area, comprising an organic 
dye that is not a cyanine or azo based organic dye, in which information can be 
recorded optically on one side of the disc by irradiating the first area. A second area, 
comprises a cyanine or an azo based organic dye, for recording visual information on 
another side of the disc by irradiating the second area. 

Tsutomu was cited for disclosing a recording layer 2 comprising an organic 
coloring matter comprising a cyanine coloring matter or an azo dye. The Office Action 
took the position that "it would have been obvious to a person having ordinary skill in the 
art at the time the invention was made to provide the recording layer of Kozo [sic] et al. 
with either one of a cyanine based organic dye and an azo based organic dye as taught 
by Tsutomu." See page 4, lines 8-10 of the Office Action. However, the Applicants 
submit that the disc in Ohira is a disc that has recordings thereon. Therefore, one of 
ordinary skill in the art would not be motivated to add the dyes of Tsutomu to the 
previously-recorded disc of Ohira. As such, it would not have been obvious to combine 
Ohira and Tsutomu as suggested in the Office Action. 

Further, claim 22, as amended, recites both the first area and the second area 
are visually distinguishable from each other with nothing recorded thereon. As 
discussed above, with respect to claim 8, Ohira does not disclose or suggest this 
feature. Tsutomu fails to cure the deficiencies in Ohira with respect to claim 22, as 
Tsutomu also does not disclose or suggest that both the first area and the second area 
are visually distinguishable from each other with nothing recorded thereon. As such, 
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the combination of Ohira and Tsutomu fails to disclose or suggest the claimed features 
of the invention. 

In addition, Tsutomu does not disclose or suggest both a first area comprising an 
organic dye that is not a cyanine or azo based organic dye arid a second area, 
comprising a cyanine or an azo based organic dye, for recording visual information on 
another side of the disc, as recited in claim 22. 

Claims 10 and 12 depend from claim 8. As discussed above, Ohira fails to 
disclose or suggest the features of the invention as recited in claim 8. Tsutomu fails to 
cure the deficiencies Ohira as Tsutomu does not disclose or suggest at least a first area 
and a second area being visually distinguishable from each other with nothing recorded 
thereon. Further Tsutomu does not disclose or suggest at least first and second 
recording layers made of different organic dye material as recited in claim 10, nor does 
Tsutomu disclose that first and second areas that are re-writable as recited in claim 12. 
As such, Ohira and Tsutomu, either singly or in combination fail to disclose or suggest 
the features of the invention as recited in dependent claims 10 and 12. 

In view of the above, the Applicants respectfully submit that the Office Action has 
failed to establish a prima facie case of obviousness for purposes of a rejection of 
claims 10, 12, and 22 under 35 U.S.C. §103. 
Conclusion 

Claims 9, 10, 12, 13, 20 and 21 depend from claim 8. The Applicants 
respectfully submit that each of these claims incorporate the patentable aspects thereof, 
and are therefore allowable for at least the same reasons as discussed above. 
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Accordingly, the Applicants respectfully request withdrawal of the rejections, allowance 
of claims 8-10, 12, 13, and 20-22 and the prompt issuance of a Notice of Allowability. 

Should the Examiner believe anything further is desirable in order to place this 
application in better condition for allowance, the Examiner is requested to contact the 
undersigned at the telephone number listed below. 

In the event this paper is not considered to be timely filed, the Applicants 
respectfully petition for an appropriate extension of time. Any fees for such an 
extension, together with any additional fees that may be due with respect to this paper, 
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may be charged to counsel's Deposit Account No. 01-2300, referencing Attorney Dkt. 
No. 107156-00060. 



Respectfully submitted, 



Rhoncla L. Barton 
Attorney for Applicants 
Registration No. 47,271 

Customer No. 004372 

ARENT FOX PLLC 

1050 Connecticut Avenue, N.W., Suite 400 
Washington, D.C. 20036-5339 
Tel: (202)857-6000 
Fax: (202)638-4810 

RLB/wbp/vdb 

Enclosure: Petition for Extension of Time (Two Months) 
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